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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )K Responsive to communication(s) filed on 20 August 2007 . 
2a)D This action is FINAL. 2b)IEI This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 1-35 is/are pending in the application. 

4a) Of the above claim(s) 10-35 is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) £3 Claim(s) 1^9 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election with traverse of Species I in the reply filed on August 20, 2007 is 
acknowledged. The traversal is on the ground(s) that "the Examiner in no way complies with the 
serious burden on to establish a prima facie restriction requirement" and "the application, as 
claimed, does not raise to the level of restriction. For example, species I, II and V all relate to 
software site licensing". 

This is not found persuasive because each Group teaches different embodiments of the 
invention. Each embodiment is independent and distinct and requires a separate search strategy. 
Because these inventions are independent or distinct for the reasons given above and there would 
be a serious burden on the examiner if restriction is not required because the inventions require a 
different field of search (see MPEP § 808.02), restriction for examination purposes as indicated 
is proper. 

The requirement is still deemed proper and is therefore made FINAL. 

2. Claims 10-35 are withdrawn from further consideration pursuant to 37 CFR 1.142(b), as 
being drawn to a nonelected species, there being no allowable generic or linking claim. 
Applicant timely traversed the restriction (election) requirement in the reply filed on August 20, 
2007. 

3. Claims 1-35 are pending. 

4. Claims 1-9 have been examined. 

Claim Rejections - 35 USC § 112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

6. Claims 1-9 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

7. Claim 1 recites "a virtual warehouse website comprising a personal inventory of 
intangible items for said client site including a plurality of licensable components purchased for 
said target hardware device"; however, the claim does not show any licensable components 
being purchased. 

8. Claim 1 recites "a client site having a target hardware device"; does the client have the 
device or device identification? Please clarify. 

9. Claim 7 recites "said license sales site establishes said virtual warehouse"; however, it is 
unclear how this is implemented. Please clarify. 

10. Claims 2- 9 are rejected under 35 U.S.C. 1 12, second paragraph as it depends on claim 1 . 

Claim Rejections - 35 USC § 102 

1 1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shallbe entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application tiled under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

12. Claims 1-3, 7, and 9 are rejected under 35 U.S.C. 102(e) as being anticipated by U.S. 
Publication No. 2002/0049679 to Russell et al. ("Russell"). 
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Referring to claim 1, Russell discloses a client site having a target hardware device (i.e. 
user-network enabled device), see paragraphs [0009] & [0049]), a virtual warehouse website (i.e. 
protected database) comprising a personal inventory of intangible items for said client site 
including a plurality of licensable components purchased for said target hardware device (see 
paragraphs [001 1] & [0031]), a license sales site (i.e. network operations center/license 
generator) placing said intangible items in said virtual warehouse for said target hardware device 
(see paragraphs [0047] &[0045]) and a programming workstation (i.e. media player) receiving 
said software site license from said virtual warehouse for said target device (see paragraphs 
[0012]&[0014]). 

Referring to claim 2, Russell discloses the system wherein said programming workstation 
receives an electronic file transfer comprising said license (see paragraph [0026]). 

Referring to claim 3, Russell discloses the system wherein said programming workstation 
stores a copy of said site license (see claim 28). 

Referring to claim 7, Russell discloses the system wherein said license sales site receives 
a purchase order from said client site comprising said target hardware device in response to said 
order, said license sales site establishes said virtual warehouse for said client site and places said 
licensable components for said target hardware device in said virtual warehouse (see claim 1 
above). 

Referring to claim 9, Russell discloses a representative of said client site (i.e. user) and a 
purchase order prepared by said representative and received at said license sales site, said order 
comprising said target hardware device, said representative having said programming 
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workstation and installing said license to said target sales device prior to delivering said target to 
said client site (see claim 1 above). 

Claim Rejections - 35 USC § 103 

13. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Q 

14. Claims 4 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Russell as 
applied to claim 1 above, and further in view of U.S. Patent No. 7209902 to Stefik et al. 
("Stefik"). 

Russell discloses a virtual warehouse and performing integrity check (see claim 1 above 
and paragraph [0063]). Russell does not expressly disclose the system wherein said virtual 
warehouse comprises a multi-password protected website comprising entry of a password unique 
to said client site and an ID unique to said target hardware device or comprising a priority level 
of access to said virtual warehouse. Stefik discloses the system wherein said virtual warehouse 
comprises a multi-password protected website comprising entry of a password unique to said 
client site and an ID unique to said target hardware device or comprising a priority level of 
access to said virtual warehouse (see claims 1 and 22). At the time the invention was made, it 
would have been obvious to a person of ordinary skill in the art to modify the system disclose by 
Russell to include a virtual warehouse comprises a multi-password protected website comprising 
entry of a password unique to said client site and an ID unique to said target hardware device and 
a priority level of access to said virtual warehouse. One of ordinary skill in the art would have 
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been motivated to do this because it prevents unauthorized individuals from accessing the 
system. 

15. Claims 6 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Russell as 
applied to claim 1 above. 

Referring to claim 6, Russell discloses wherein said programming workstation displays 
said licensable components (See claim 1 above). Russell does not expressly teach displaying for 
confirmation from a user prior to said license sales site generating said software site license. 
However, this is an intended use feature and the Examiner notes that the workstation of Russell 
is capable of performing the process. "A recitation directed to the manner in which a claimed 
apparatus is intended to be used does not distinguish the claimed apparatus from the prior art, if 
the prior art has the capability to so perform" (see MPEP 2114 and Ex parte Masham,"2 USPQ2d 
1647 (1987)). At the time the invention was made, it would have been obvious to a person of 
ordinary skill in the art to modify the system disclose by Russell to display said licensable 
components for confirmation from a user prior to said license sales site generating said software 
site license. One of ordinary skill in the art would have been motivated to do this because it 
ensures that the user wants to purchase a particular license. 

Note. Functional recitation(s) using the word "for" or other functional language (e.g. 
"able to", "whereby") have been considered but are given little patentable weight because they 
fail to add any structural limitations and are thereby regarded as intended use language. A 
recitation of the intended use of the claimed product must result in a structural difference 
between the claimed product and the prior art in order to patentably distinguish the claimed 
product from the prior art. If the prior art structure is capable of performing the intended use, 
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then it reads on the claimed limitation. In re Casey, 370 F.2d 576, 152 USPQ 235 (CCPA 1967) 
("The manner or method in which such machine is to be utilized is not germane to the issue of 
patentability of the machine itself."); In re Otto, 136 USPQ 458, 459 (CCPA 1963). See also 
MPEP §§2114 and 2115. Unless expressly noted otherwise by the Examiner, the claim 
interpretation principles in this paragraph apply to all examined claims currently pending. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jalatee Worjloh whose telephone number is 571-272-6714. The 
examiner can normally be reached on Monday - Friday 9:30 - 6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Fischer can be reached on 571-272-6779. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300 for regular 
communications and 571-273-6714 for Non-Official /Draft. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Jalatee Worjloh 
Primary Examiner 
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